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DETAILED ACTION 
Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

2. Claims 1-7 and 15-16 are rejected under 35 U.S.C. 102(b) as being anticipated by Dipling 
et al. (DE2358254, DE^254) 

3. The instant claims are drawn to a chron^um-containing catalyst contposition comprising 
zinc chromite and crystalline a-chromium oxide, wherein the ZnCr204 contains between about 10 
atom percent and 67 atom percent of the chromium in the composition and at least about 70 atom 
percent of the zinc in the conqDOsition, and wherein at least about 90 atom percent of the 
chromium present as chromium oxide in the composition is present as ZnCr204 or crystalline a- 
chromium oxide, and a method for preparing a chromium-containing catalyst conposition 
conq)rising the steps of co-precipitation effectuated by the co-mixing of ammonium hydroxide, 
an aqueous zinc salt solution and a soluble trivalent chromium salt; further collection of the solid 
precipitate, drying said precipitate and addition of zinc chromite during calcination. 

4. DE'254 in the fifth paragraph of the specification under the heading Description disclose 
the catalyst composition of zinc chromite with chromium oxide, with weight percentages; as well 
as the procedure for making zinc chromite with chromium oxide, where the latter is in the form 
of ammonium dichromate, then an annealing step and the addition of the zinc chromite during 
said annealing step. (Machine-translated copy is provided; full translation will be forthcoming). 
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5. As to the recitation of atom percent chromium and atom percent zinc, the examiner takes 
the position that these numerical values are inherent in the materials as recited. It is well settled 
that a prior art reference may anticipate when the claim limitations not expressly found in that 
reference are nonetheless inherent in it. "Under the principle of inherency, if the prior art 
necessarily functions in accordance with, or includes, the claimed limitations, it anticipates." 
MEHL/Biophile Int'l Corp V. MUtraum, 192 F.3d 1362,1365,52 USPQ2d 1303, 1305. 

6. As to claims 6-7, these are product-by-process claims, "The patentability of a product 
does not depend on its method of production. If the product in the product-by-process claim is 
the same as a product of the prior art, the claim is unpatentable even though the prior art product 
was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. 
Cir. 1985). MPEP§2113 [R-1]. 

7. It is clear that DE'254 anticipates the instant claims, as recited. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are appUed for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue: 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

10. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the appUcability of 35 U.S.C, 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

11. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dipling et al. 
(DE2358254, DE^254), further in view of Scott et al. (US2001/001 1061, US^061). 

12. The instant claims are drawn to a chromium-containing catalyst composition conprising 
zinc chromite and crystalline a-chromium oxide, prepared by the treatment of the conposition 
with a fluorinating agent. 

13. DE'254 in the fifth paragraph of the specification under the heading Description discloses 
the catalyst conposition of zinc chromite with chromium oxide. (Machine-translated copy is 
provided; fiill translation will be forthconning). 

14. Although, DE'254 does not explicitly disclose the use of a fluorinating agent, US'061 in 
pages 3-4 Examples 1-2 sections [0031]-[0042] teaches the use of fluorinating agents, like 
hydrogen fluoride and chloro-2,2,2-trifluorethane. 

15. It would have been obvious to a person skilled in the art at the time the invention was 
made to use the fluorinating agent taught in US' 061 since the method therein involved a zinc- 
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chromium catalyst composition, which is similar to the zinc-chromium catalyst conqjosition of 
DE^254. 

16. One having ordinary skill in the art would have been motivated to use the fluorinating 
agent taught in US '061 for the catalyst conqjosition in DE'254, since the fluorinating agent was 
found to enhance the crystallinity of the catalyst con5)osition rendering it more potent as a 
catalyst. 

17. It is prima facie obvious to combine the teachings of the prior art, which negatives the 
patentability of the instant claims, as recited. 

Claim Rejections - 35 USC§103 

18. Claims 8-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Scott et al. 
(GB2275924, GB'274). 

19. The instant claims are drawn to a process for changing the fluoride distribution in a 
halogenated hydrocarbon, or incorporating fluorine in a saturated or unsaturated hydrocarbon, in 
the presence of chromium-containing catalyst con5)ositions by reacting said compound with 
hydrogen fluoride in the vapor phase. 

20. GB'274 in page 8 claims 1-5, discloses a process for the production of a fluoro-aromatic 
compound, which comprises contacting a chloro-aromatic conq)ound with hydrogen fluoride in 
the vapor phase in the presence of a chromium-containing catalyst. 

21 . GB'274 does not expUcitly teach changing the fluorine distribution of the compound. 

22. However, it would have been obvious to a person of ordinary skill in the art at the time of 
the invention was made to use the fluorination process with the parameters as disclosed therein 
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by GB'274 since this method is a process for the production of a fluoro-aromatic compoxind, 
which is essentially a fluorination technique akin to the instant claims. 

23. One having ordinary skill in the art would have been motivated to do this since the 
fluorination processes are equivalent and the artisan would have reached a reasonable 
expectation of success in utilizing the teachings of GB'274. 

24. It is prima facie obvious that the prior art renders the instant claims unpatentable. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MLouisa Lao, Ph.D. whose telephone number is 571-272-9930. 
The examiner can normally be reached on 8:30am to 5:30pm Mondays to Fridays. 

If attenqjts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman Page can be reached on 571-272-0602, The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpubUshed 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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